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Application/Control Number: 09/871,885 
Art Unit: 1753 

Claim Objections 



1. The numbering of claims is not in accordance with 37 CFR 1.126 which requires the 
original numbering of the claims to be preserved throughout the prosecution. When claims are 
canceled, the remaining claims must not be renumbered. When new claims are presented, they 
must be numbered consecutively beginning with the number next following the highest 
numbered claims previously presented (whether entered or not). 

There was no claim 13, so misnumbered claims 14-19 have been renumbered as 
claims 13-18. The dependencies of these claims have also been renumbered, consistent with the 
renumbering of the claims. 



Double Patenting 



2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See /„ re Goodman* 11 F - 3d 1046 > 29 USPQ2d 2010 (Fed. 
Cir. 1993); /„ re Lomi , 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); /„ re y an 0rnum 686 
F.2d937, 214 USPQ 761 (CCPA 1982); /„ re Vo% eh 422 F.2d438, 164 USPQ 619 (CCPA 
1 970);and, In re Thorington, 41 8 F.2d 528, 1 63 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

3. Claim 5 is rejected under the judicially created doctrine of obviousness-type double 



patenting as being unpatentable over claim 24 of U.S. Patent No. 6,652,720 Bl. Although the 
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conflicting claims are not identical, they are not patentably distinct from each other because 
claim 24 provides an electrochemical sensor system as required by claim 5 and it would have 
been obvious to one with ordinary skill in the art to contact the electrochemical sensor with the 
solution and apply an electrical potential to polymerize at least a portion of the 
electropolymerizable monomer onto the polymerizable membrane, as required by claim 5, 
because claim 24 states, "said electropolymerizable monomer solution [is] polymerized to said 
polymeric membrane by the electric potential provided by said electrochemical sensor 
apparatus." 



4. Claim 6 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 24 of U.S. Patent No. 6,652,720 Bl. Claim 5, from 
which claim 6 depends, has been addressed above. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because claim 24 requires "a 
calibration solution in said reservoir containing an electropolymerizable monomer solution." 



5. Claim 7 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 24 of U.S. Patent No. 6,652,720 Bl. Claim 5, from 
which claim 7 depends, has been addressed above. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because barring evidence to the 
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contrary, such as unexpected results, 
electropolyermizable monomer. 
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the electric potential will depend on the 



6. Claim 8 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 24 of U.S. Patent No. 6,652,720 Bl. Claim 5, from 
which claim 8 depends, has been addressed above. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because barring evidence to the 
contrary, such as unexpected results, the time for which the electric potential is applied will 
depend on the desired thickness or the area of the desired electropolyermized polymer. 

7. Claim 9 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 24 of U.S. Patent No. 6,652,720 Bl. Claim 5, from 
which claim 9 depends, has been addressed above. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because barring evidence to the 
contrary, such as unexpected results, (a) the electric potential will depend on the 
electropolymerizable monomer, and (b) the time for which the electric potential is applied will 
depend on the desired thickness or area or the desired electropolyermized polymer. 
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8. Claim 10 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 24 of U.S. Patent No. 6,652,720 Bl in view of 
Nagata (US 4,950,378). Claim 5, from which claim 10 depends, has been addressed above. The 
claims of U.S. Patent No. 6,652,720 Bl do not mention "applying an additional electrical 
potential to the electrode of sufficient strength and sufficient duration to remove at least a portion 
of interfering agents in said polymeric membrane." Nagata teaches applying an electrical 
potential to a sensor electrode of sufficient strength and sufficient duration to remove at least a 
portion of interfering agents from a polymeric membrane on the electrode (abstract). It would 
have been obvious to one with ordinary skill in the art at the time of the invention to apply an 
electrical potential to clean a sensor electrode membrane as taught by Nagata in the invention of 
claim 24 of U.S. Patent No. 6,652,720 Bl because removing interferants from the electrode 
membrane will improve the accuracy of the sensor. 

9. Claim 11 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 24 of U.S. Patent No. 6,652,720 Bl in view of 
Nagata (US 4,950,378). Claim 5, from which claim 10 depends, has been addressed above. 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
because if the "electrical potential" refers to the electropolymerizing potential (a) the electric 
potential will depend on the electropolymerizable monomer, and (b) the time for which the 
electric potential is applied will depend on the desired thickness or the area of the desired 
electropolyermized polymer If the "electric potential" refers removing interferants from the 
membrane then the electric potential and the duration for which this potential is applied must be 
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balanced by the desired sensor accuracy to be restored against possible damage to the sensor, 
such as too high a potential adversely affecting a reagent mixture or other sensor component 
either through too high a current flow or harmful by-products of electrolysis. 



10. Claim 12 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 24 of U.S. Patent No. 6,652,720 Bl. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because, (a) 
construing an electrochemical card to be an electrochemical cartridge, claim 24 provides an 
electrochemical sensor cartridge as required by claim 5, (b) the electrochemical sensor of 
claim 24 is in fluid communication with a reservoir containing electropolymerizable monomer, 
and (c) it would have been obvious to one with ordinary skill in the art to apply an electrical 
potential to polymerize at least a portion of the electropolymerizable monomer onto the 
polymerizable membrane, as required by claim 12, because claim 24 states, "said 
electropolymerizable monomer solution [is] polymerized to said polymeric membrane by the 
electric potential provided by said electrochemical sensor apparatus." 



11. Claim 13 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 24 of U.S. Patent No. 6,652,720 Bl. Claim 12, from 
which claim 13 depends, has been addressed above. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because claim 24 requires "a 
calibration solution in said reservoir containing an electropolymerizable monomer solution." 
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12. Claim 14 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 24 of U.S. Patent No. 6,652,720 Bl. Claim 12, from 
which claim 14 depends, has been addressed above. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because barring evidence to the 
contrary, such as unexpected results, the electric potential will depend on the 
electropolyermizable monomer. 



13. Claim 15 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 24 of U.S. Patent No. 6,652,720 Bl. Claim 12, from 
which claim 15 depends, has been addressed above. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because barring evidence to the 
contrary, such as unexpected results, the time for which the electric potential is applied will 
depend on the desired thickness or the area of the desired electropolyermized polymer. 

14. Claim 16 is rejected under the judicially created doctrine of obviousness-type double 

patenting as being unpatentable over claim 24 of U.S. Patent No. 6,652,720 B l Claim 12, from 

which claim 16 depends, has been addressed above. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because barring evidence to the 
contrary, such as unexpected results, (a) the electric potential will depend on the 
electropolymerizable monomer, and (b) the time for which the electric potential is applied will 
depend on the desired thickness or area or the desired electropolyermized polymer. 
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15. Claim 17 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 24 of U.S. Patent No. 6,652,720 Bl in view of 
Nagata (US 4,950,378). Claim 12, from which claim 17 depends, has been addressed above. 
The claims of U.S. Patent No. 6,652,720 Bl do not mention "applying an additional electrical 
potential to the electrode of sufficient strength and sufficient duration to remove at least a portion 
of interfering agents in said polymeric membrane." Nagata teaches applying an electrical 
potential to a sensor electrode of sufficient strength and sufficient duration to remove at least a 
portion of interfering agents from a polymeric membrane on the electrode (abstract). It would 
have been obvious to one with ordinary skill in the art at the time of the invention to apply an 
electrical potential to clean a sensor electrode membrane as taught by Nagata in the invention of 
claim 24 of U.S. Patent No. 6,652,720 Bl because removing interferarits from the electrode 
membrane will improve the accuracy of the sensor. 

16. Claim 18 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 24 of U.S. Patent No. 6,652,720 Bl in view of 
Nagata (US 4,950,378). Claim 17, from which claim 18 depends, has been addressed above. 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
because if the "electrical potential" refers to the electropolymerizing potential (a) the electric 
potential will depend on the electropolymerizable monomer, and (b) the time for which the 
electric potential is applied will depend on the desired thickness or the area of the desired 
electropolyermized polymer If the "electric potential" refers removing interferants from the 
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membrane then the electric potential and the duration for which this potential is applied must be 
balanced by the desired sensor accuracy to be restored against possible damage to the sensor, 
such as too high a potential adversely affecting a reagent mixture or other sensor component 
either through too high a current flow or harmful by-products of electrolysis. 

Claim Rejections - 35 USC § 112 

17. Claims 5-11 and 18 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention: 

a) Claim 5 recites the limitation "electrochemical sensor system" in line 3. There is 
insufficient antecedent basis for this limitation in the claim; and 

b) Claims 11 and 18: is the electropolymerizing potential or the interferants removing 
potential being referred to in this claim? 

18. Note that dependent claims will have the deficiencies of base and intervening claims. 

Claim Rejections - 35 USC § 102 



19. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre- AIPA 
35 U.S.C. 102(e)). 
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20. Claims 1 and 3 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by Bryan 
et al. (US 5,162,077). For the limitations of claim 1 see the abstract and col. 4, 11. 44-62. For the 
limitations of claim 3 see col. 2, 11. 10-12. 

21. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by Nagata 
(US 4,950,378). For the limitations of claim 1 see the abstract and col. 6, In. 32 - col. 7, In. 30. 
For the limitations of claims 2 and 3 see col. 7, 11. 37-43. 

22. Claim 1 is rejected under 35 U.S.C. 102(e) as being clearly anticipated by Peat et al. 
(US 6,478,950). See claim 1 of Peat et al. 
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Claim Rejections - 35 USC §103 



23. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

24. The factual inquiries set forth in Graham v. John Deere Co.> 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

25. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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26. Claims 2 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bryan et 
al. (US 5,162,077). 

Addressing claim 2, Bryan et al. teaches a method for removing interfering agents from a 
polymeric membrane layer comprising 

providing an electrochemical sensor comprising an electrode and a composite membrane 
the composite membrane comprising at least one polymeric membrane; 

providing an electrical source in electrical contact with the electrode; and 

applying an electrical potential to the electrode sufficient to cause at least a portion of the 
interfering agents in the composite membrane to be removed. 

See the abstract and col. 4, 11. 44-62. 

Bryan et al. does not mention a particular voltage range for the electrical potential; 
however, barring evidence to the contrary, such as unexpected results, the voltage range used is 
just a matter of optimizing the membrane cleaning process, which is obvious. As discussed by 
Bryan et al. the cleaning electrical potential will change the pH around the membrane and will 
create a gas for dislodging matter on the membrane (col. 3, 11. 30-54). Thus, one with ordinary 
skill in the art would adjust the voltage to produce the optimum pH and scrubbing action. For 
example, too high or low a pH may damage the membrane or electrode, while a pH near neutral 
may be ineffective for cleaning. 
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Addressing claim 4, Bryan et al. teaches a method for removing interfering agents from a 
polymeric membrane layer comprising 

providing an electrochemical sensor comprising an electrode and a composite membrane 
the composite membrane comprising at least one polymeric membrane; 

providing an electrical source in electrical contact with the electrode; and 

applying an electrical potential to the electrode sufficient to cause at least a portion of the 
interfering agents in the composite membrane to be removed. 

See the abstract and col. 4, 11. 44-62. 

Bryan et al. teaches, "that a one minute electrolysis period is sufficient to clear a fouled 
membrane" (col. 2, 11. 10-12). 

Bryan et al. does not mention a voltage range for the electrical potential. In particular, an 
electric potential of 0.4 V, for cleaning the membrane, is not mentioned. However, barring 
evidence to the contrary, such as unexpected results, the voltage range used is just a matter of 
optimizing the membrane cleaning process, which is obvious. As discussed by Bryan et al. the 
cleaning electrical potential will change the pH around the membrane and will create a gas for 
dislodging matter on the membrane (col. 3, 11. 30-54). Thus, one with ordinary skill in the art 
would adjust the voltage to produce the optimum pH and scrubbing action. For example, too 
high or low a pH may damage the membrane or electrode, while a pH near neutral may be 
ineffective for cleaning. 
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27. Claims 2-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Peat et al. 
(US 6,478,950). 

Addressing claim 2, Peat et al. teaches a method for removing interfering agents from a 
polymeric membrane layer comprising 

providing an electrochemical sensor comprising an electrode and a composite membrane 
the composite membrane comprising at least one polymeric membrane; 

providing an electrical source in electrical contact with the electrode; and 

applying an electrical potential to the electrode sufficient to cause at least a portion of the 
interfering agents in the composite membrane to be removed. 

See claim 1 of Peat et al. 

Peat et al. does not mention a particular voltage range for the electrical potential; 
however, barring evidence to the contrary, such as unexpected results, the voltage range used is 
just a matter of optimizing the membrane cleaning process, which is obvious. As discussed by 
Bryan et al. the cleaning electrical potential will create microbubbles for dislodging matter on the 
membrane (col. 1, 11. 28-35). Thus, one with ordinary skill in the art would adjust the voltage to 
produce the optimum scrubbing action. For example, too many microbubbles may adversely 
affect the solubility of the solution in which the sensor is located and a special gas-purging step 
may be then required. 
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Addressing claim 3, Peat et al. teaches a method for removing interfering agents from a 
polymeric membrane layer comprising 

providing an electrochemical sensor comprising an electrode and a composite membrane 
the composite membrane comprising at least one polymeric membrane; 

providing an electrical source in electrical contact with the electrode; and 

applying an electrical potential to the electrode sufficient to cause at least a portion of the 
interfering agents in the composite membrane to be removed. 

See claim 1 of Peat et al 

Peat et al. does not mention a particular time period for applying the electrical potential; 
however, barring evidence to the contrary, such as unexpected results, the time period during 
which the cleaning electrical potential is applied a matter of optimizing the membrane cleaning 
process, which is obvious. One with ordinary skill in the art would apply the cleaning electrical 
potential until a sufficient amount of interfering agents has been removed from the membrane, 
or, in other words, until the desired accuracy of the sensor has been restored. 

Addressing claim 4, Peat et al. teaches a method for removing interfering agents from a 
polymeric membrane layer comprising 

providing an electrochemical sensor comprising an electrode and a composite membrane 
the composite membrane comprising at least one polymeric membrane; 

providing an electrical source in electrical contact with the electrode; and 
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applying an electrical potential to the electrode sufficient to cause at least a portion of the 
interfering agents in the composite membrane to be removed. 
See claim 1 of Peat et al. 

Peat et al. does not mention applying an electric (cleaning) potential of) 0.4 V for about 
50 seconds, although Nagata does teach applying 0.1.2 V "for 1-10 seconds or so" (col. 7, 
11. 37-43). 

As for applying 0.4 V electrical potential, barring evidence to the contrary, such as 
unexpected results, the time period during which the cleaning electrical potential is applied a 
matter of optimizing the membrane cleaning process, which is obvious. One with ordinary skill 
in the art would apply the cleaning electrical potential until a sufficient amount of interfering 
agents has been removed from the membrane, or, in other words, until the desired accuracy of 
the sensor has been restored. 

As for an electrical potential of 0.4V for 10-200 seconds, barring evidence to the 
contrary, such as unexpected results, the time period during which the cleaning electrical 
potential is applied a matter of optimizing the membrane cleaning process, which is obvious. 
One with ordinary skill in the art would apply the cleaning electrical potential until a sufficient 
amount of interfering agents has been removed from the membrane, or, in other words, until the 
desired accuracy of the sensor has been restored. 

In short, the cleaning electric potential and the duration for which this potential is applied 
must be balanced by the desired sensor accuracy to be restored against possible damage to the 
sensor, such as too high a potential adversely affecting a reagent mixture or other sensor 
component either through too high a current flow or harmful by-products of electrolysis. 
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28. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nagata 
(US 4,950,378). 

Nagata teaches a method for removing interfering agents from a polymeric membrane 
layer comprising 

providing an electrochemical sensor comprising an electrode and a composite membrane 
the composite membrane comprising at least one polymeric membrane; 

providing an electrical source in electrical contact with the electrode; and 

applying an electrical potential to the electrode sufficient to cause at least a portion of the 
interfering agents in the composite membrane to be removed. 

See the abstract and col. 6, In. 32 - col. 7, In. 30. 

Nagata does not mention applying an electric (cleaning) potential of) 0.4 V for about 50 
seconds, although Nagata does teach applying 0.1.2 V "for 1-10 seconds or so" (col. 7, 11. 37-43). 

As for applying 0.4 V electrical potential, barring evidence to the contrary, such as 
unexpected results, the time period during which the cleaning electrical potential is applied a 
matter of optimizing the membrane cleaning process, which is obvious. One with ordinary skill 
in the art would apply the cleaning electrical potential until a sufficient amount of interfering 
agents has been removed from the membrane, or, in other words, until the desired accuracy of 
the sensor has been restored. 

As for an electrical potential of 0.4V for 10-200 seconds, barring evidence to the 
contrary, such as unexpected results, the time period during which the cleaning electrical 
potential is applied a matter of optimizing the membrane cleaning process, which is obvious. 
One with ordinary skill in the art would apply the cleaning electrical potential until a sufficient 
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amount of interfering agents has been removed from the membrane, or, in other words, until the 
desired accuracy of the sensor has been restored. 

In short, the cleaning electric potential and the duration for which this potential is applied 
must be balanced by the desired sensor accuracy to be restored against possible damage to the 
sensor, such as too high a potential adversely affecting a reagent mixture or other sensor 
component either through too high a current flow or harmful by-products of electrolysis. 

29. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALEX NOGUEROLA whose telephone number is (571) 272- 
1343. The examiner can normally be reached on M-F 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, NAM NGUYEN can be reached on (571) 272-1342. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Alex Noguerola 




